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sf-4792080  

Pursuant to 37 C.F.R. § 42.71(d), Seagen requests rehearing of the Board’s 

Decision Granting Petitioner’s Request on Rehearing and Granting Institution of 

Post-Grant Review of U.S. Patent No. 10,808,039 (“Rehearing Decision”) (Paper 

17).  

I. INTRODUCTION    

The Board should reconsider its Rehearing Decision and use its discretion to 

deny institution in view of new important facts since its decision.  The Rehearing 

Decision relies on the Board’s decision to institute trial in a parallel PGR 

proceeding (PGR2021-00042) involving only claims 6-8 of the ’039 patent, and 

grants Petitioner’s rehearing request in view of its institution in that proceeding as 

well as the “merits” of Petitioner’s lack of enablement argument for claims 1-5, 9, 

and 10.  But the Board’s bases for instituting this proceeding are no longer 

applicable:  a jury has returned a verdict in favor of Seagen on invalidity of the 

remaining ’039 patent claims 1-5, 9, and 10, including on the issue of enablement, 

and Seagen has disclaimed claims 6-8, the only claims which were not adjudicated 

at the district court proceeding.   

Moreover, the Board’s preliminary view on the merits of Petitioner’s 

invalidity arguments cannot outweigh the numerous other NHK Spring and Fintiv 

factors that favor denial.  Continuing with this proceeding would result in 

duplicative efforts and potentially conflicting results between the district court and 
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the Board.  This is especially true given the advanced stage of the district court 

proceedings, where the jury returned a verdict finding claims 1-5, 9, and 10 not 

invalid after considering the very same arguments in the Petition here.  In light of 

these new developments, the Board should order rehearing and exercise its 

discretion to deny institution in this proceeding. 

II. BACKGROUND 

Daiichi Sankyo, Inc. and AstraZeneca Pharmaceuticals, LP (“Petitioner”) 

filed the present Petition on December 23, 2020, requesting post-grant review of 

claims 1–5, 9, and 10 of U.S. Patent No. 10,808,039 B2 (Ex. 1001, “the ’039 

patent”).  (Paper 1.)  Petitioner also filed a separate Petition on January 22, 2021, 

requesting post-grant review of claims 6-8 of the ’039 patent.  (PGR2021-00042 

(the “042 Proceeding”), Paper 1).  On June 24, 2021, the Board denied institution 

of both petitions under 35 U.S.C. § 324(a) in view of the Fintiv factors, including 

the consideration that trial on identical issues of invalidity was scheduled nearly 

four months before the estimated time for issuing a final written decision.  (Paper 

11 at 14, 17; PGR2021-00042, Paper 12 at 14-5.) 

On July 26, 2021, Petitioner filed requests for rehearing and concurrently 

requested that the Board’s Precedential Opinion Panel (“POP”) reconsider its 

decisions denying institution.  (Paper 13; Ex. 3001; PGR2021-00042 Paper 12 

(“POP Requests”).)  Petitioner argued that because Seagen had dropped claims 6-8 
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of the ’039 patent from its infringement suit, Fintiv no longer applied in this 

proceeding.  (Id.)  On September 17, 2021, the POP declined to review the issues 

raised in Petitioner’s POP Requests, so the Board proceeded to Petitioner’s 

rehearing requests.  (Paper 16; PGR2021-00042, Paper 17.)   

A half a year passed, and trial began on April 4, 2022 in the district court 

litigation on issues of infringement and invalidity of the ’039 patent.  (See Ex. 

2039.)  Three days later, on April 7, 2022 the Board issued its decision granting 

Petitioner’s rehearing request.  The jury returned a verdict the day after, on April 8, 

2022, finding that Defendants had failed to prove that asserted claims 1-5, 9, and 

10 are invalid, and that Seagen had successfully proven that Defendants willfully 

infringed the asserted claims.  (Id.; Ex. 2040.)  On April 20, 2022, Seagen 

disclaimed claims 6-8 of the ’039 patent, which are the subject of the parallel 042 

Proceeding.   (See Ex. 2041.)   

III. ARGUMENT 

A. Claims 6-8 Are No Longer at Issue in the Parallel Proceeding 

In ordering institution in the 042 Proceeding, the Board noted that claims 6-8 

were dropped from the district court litigation between the parties, such that the 

validity of those claims would not be addressed in court.  (Paper 17 at 6-7.)  The 

Board then relied on its institution of the 042 Proceeding to institute review in this 

proceeding, reasoning that the two PGR proceedings had almost identical issues, 
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such that considerations of inefficiency, duplicative efforts, and conflicting results 

no longer applied.  (Id. at 7.) 1   

 Seagen disclaimed claims 6-8 of the ’039 patent on April 20, 2022.  (Ex. 

2041.)  In view of Seagen’s disclaimer of claims 6-8, the 042 Proceeding should be 

terminated because there are no longer any remaining claims in that proceeding.  

Advanced Micro Devices, Inc. v. Polaris Innovations Ltd., IPR2019-01514, 2020 

WL 4458075, at *2 (P.T.A.B. Aug. 3, 2020).  And with the termination of the 042 

Proceeding, the Board’s primary basis for instituting this proceeding—i.e., claims 

6-8 being addressed in the 042 Proceeding but having been dropped from the 

district court litigation—no longer exists.  (See Paper 17 at 6-7.)  The Board should 

therefore terminate the 042 Proceeding and deny review of the present proceeding. 

                                                 
1 Petitioner did not challenge claims 6-8 on grounds separate from the claims on 

which they depend, such that there was complete overlap between invalidity of 

claims 6-8 and that of the remaining claims in the district court litigation.  

(PGR2021-00042, Paper 8 at 18, 32-33.)  Thus, under the Fintiv analysis, the 

grounds for invalidity were identical between the two PGRs and the district court 

litigation regardless of claims 6-8.   
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B. Petitioner’s Arguments Have Been Rejected by a Fact Finder 

In its Rehearing Decision, the Board also relied on its preliminary view on 

the merits of Petitioner’s argument that the claims lack enablement.  (Paper 17 at 3, 

40-41.)   But after a full trial on the merits of claim 1-5, 9, and 10, a jury rejected 

Petitioner’s enablement defense, as well as Petitioner’s other invalidity defenses.  

The jury heard testimony from fact and expert witnesses for both parties, including 

Seagen’s expert witness (Dr. Carolyn Bertozzi), from whom the Board has not yet 

heard.  The jury found that Defendants had failed to prove that the asserted claims 

are invalid, and that Seagen had successfully proven Defendants infringed the 

asserted claims.  Defendants’ defenses of written description, enablement, and 

anticipation were the same as the grounds in the Petition.  Thus, a jury has already 

determined that Petitioner’s invalidity arguments, including its lack of enablement 

argument, lack merit.   

C. The Fintiv Factors Weigh Against Institution 

Any “merits” of Petitioner’s invalidity arguments cannot outweigh the 

numerous other NHK Spring and Fintiv factors that favor denial.  The underlying 

rationales behind exercising discretionary review in NHK Spring and Fintiv—such 

as avoiding duplicative efforts and conserving resources—are squarely applicable 

here where a trial verdict has already been reached one year before the statutory 

deadline for the final written decision in this proceeding.     
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1. Whether the court granted a stay or evidence exists that one 
may be granted if a proceeding is instituted 

This factor strongly favors denial.  The Texas district court did not grant a 

stay.2  Indeed, the district court litigation involving claims 1-5, 9, and 10—the 

exact claims challenged in this proceeding—went to trial on April 4, 2022 and 

concluded in a jury verdict on April 8, 2022.  (See Ex. 2040.)    

2. Proximity of the court’s trial date to the Board’s statutory 
deadline for a final written decision 

This factor also strongly favors denial.  As discussed above, trial in the 

district court litigation addressing all challenged claims in this proceeding began 

on April 4, 2022 and concluded on April 8, 2022.  The statutory deadline for a 

Final Written Decision in this proceeding is in April 2023—one year after trial in 

the district court litigation.  The Board previously found that this factor weighed 

towards denying institution when trial was scheduled to occur four months prior to 

the anticipated date for a final written decision.  (Paper 11 at 14-15.)  Now that 

trial has already been completed, this factor weighs even more strongly towards 

denying institution.   

                                                 
2 Although Daiichi Sankyo, Inc. et al. v. Seattle Genetics, Inc., No. 1:20-cv-01524-

LPS (D. Del.) has been stayed, it was stayed pending the Texas district court 

litigation, which resolved many of the issues of the Delaware litigation.   
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3. Investment in the parallel proceeding by the court and the 
parties 

This is another factor that strongly favors denial.  The district court and the 

parties have already expended all of the resources necessary to prepare for and 

bring the district court litigation to completion in the form of a trial—indisputably 

a significant undertaking and investment.   

4. Overlap between issues raised in the petition and in the 
parallel proceeding 

This factor, too, strongly favors denial.  Under Fintiv, “if the petition 

includes the same or substantially the same claims, grounds, arguments, and 

evidence as presented in the parallel proceeding, this fact has favored denial” 

because “concerns of inefficiency and the possibility of conflicting decisions [are] 

particularly strong.”  Fintiv at 12.  Here, the district court litigation addressed the 

same claims and grounds as those presented in the Petition.   

Petitioner presented four grounds for unpatentability in its Petition:  

(1) written description; (2) enablement; (3) failing to particularly point out and 

distinctly claim that which the inventor or a joint inventor regards as his or her 

invention; and (4) anticipation by Ogitani.   The parties addressed each of these 

grounds during the district court trial.  (See Ex. 2042 (trial transcript excerpts 

addressing written description); Ex. 2043 (trial transcript excerpts addressing 

enablement); Ex. 2044 (trial transcript excerpts addressing purported failure to 
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particularly point out and distinctly claim that which the inventor or a joint 

inventor regards as his or her invention); Ex. 2045 (trial transcript excerpts 

addressing purported anticipation by Ogitani); Ex. 2046 (final jury instructions on 

validity issues).)  Accordingly, this factor weighs in favor of discretionary denial.3  

5. Whether the petitioner and the defendant in the parallel 
proceeding are the same party 

This factor strongly favors denial.  As the Board previously found, the real 

parties in interest in this proceeding are the same parties in the district court 

litigation.  (Paper 11 at 18-19.)  

6. Other circumstances that impact the Board’s exercise of 
discretion, including the merits 

Finally, the merits of the Petition do not outweigh the other Fintiv factors 

that so strongly weigh in favor of discretionary denial of institution.  This is 

especially true given that another forum has already addressed the merits of the 

Petition and found against them.  See, e.g., Stryker Corp. v. KFx Med. LLC, No. 

IPR2019-00817, 2019 WL 4419363, at *9 (P.T.A.B. Sept. 16, 2019) (fact that 

                                                 
3  While the standard of proof is different between a district court action and a post-

grant proceeding, that alone cannot be dispositive for this factor; a different 

standard of proof always exists when comparing district court and PTAB 

proceedings. 
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district court had already addressed validity of challenged claims weighed in favor 

of denying institution).  As discussed above, a jury returned a verdict that 

Defendants had failed to prove claims 1-5, 9, and 10 are invalid on the basis of 

written description, enablement, indefiniteness, and anticipation—all the same 

grounds in the Petition.  Like the other Fintiv factors, this factor thus also weighs 

strongly in favor of discretionary denial of institution. 

IV. CONCLUSION 

In view of Seagen’s disclaimer of claims 6-8, the jury verdict in favor of 

Seagen on all invalidity grounds for claims 1-5, 9, and 10, and the Fintiv factors 

strongly favoring denial, Board should reconsider its Rehearing Decision (Paper 

17) and deny institution.  Continuing with this proceeding would result in 

duplicative efforts and potentially conflicting results between the district court and 

the Board.  It would also unfairly give Petitioner a second bite at the apple on 

validity issues on which a jury has already made a determination.   
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Dated:  April 21, 2022 Respectfully submitted, 
 
 
By:  /Matthew I. Kreeger/   
Matthew I. Kreeger 
Reg. No. 56,398 
MORRISON & FOERSTER LLP 
425 Market Street 
San Francisco, CA 94105 
Email: mkreeger@mofo.com  
Tel: (415) 268-6467 
Fax: (415) 268-7522 
 
 
Attorney for Patent Owner 
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I hereby certify that the attached PATENT OWNER’S REHEARING 

REQUEST was served as of the below date via email on the Petitioner at the 

following correspondence address:  

Preston K. Ratliff II  
Naveen Modi  
Michael A. Stramiello, Ph.D.  
Paul Hastings LLP  
200 Park Avenue, New York, NY, 10166  
Daiichi_Sankyo-Seagen-PGR-PH@paulhastings.com  
 
David I. Berl  
Thomas S. Fletcher  
Williams & Connolly LLP  
725 12th St. NW  
Washington, DC, 20005  
Enhertu@wc.com 

 

Dated:  April 21, 2022   By:  /Matthew I. Kreeger/    
Matthew I. Kreeger 
Reg. No. 56,398 

 


